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DETAILED ACTION 
Specification 

1. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Rejections - 35 (JSC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent, except that an international application filed under the 
treaty defined in section 351(a) shall have the effect under this subsection of a national application 
published under section 122(b) only if the international application designating the United States was 
published under Article 21 (2)(a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that a patent shall not be deemed filed in the United 
States for the purposes of this subsection based on the filing of an international application filed under 
the treaty defined in section 351(a). 

3. Claims 1 - 6, 9 - 19 and 22 - 25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Roy (U. S. patent 6,180,976 B1). 

4. In re claims 1, 13 and 14, Roy in the U. S. patent 6,180,976 B1; figures 1-17 
and related text, preparing a semiconductor wafer substrate including several chip 
forming regions each having a circuit element-forming region and several connection 
pads (column 6, lines 20 - 52); forming an insulating film 26 on the circuit element- 
forming region of each of the chip forming regions; forming at least one thin film passive 
element (400) including at least one conductive layer (404) on the insulating film; 
forming a columnar electrode electrically connected to at least one of the several 
connection pads (figure 12); dividing the semiconductor wafer substrate into individual 
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chip forming regions so as to form several semiconductor devices each having at least 
on thin film passive element (column 6, lines 1 - 20). 

5. In re claims 2 and 15, Roy discloses wherein the forming of the thin film passive 
element includes forming at least one capacitance element (see title of reference). 

6. In re claims 3 and 16; Roy discloses wherein the forming of the capacitance 
element includes: forming a first conductive layer (404) on the circuit element-forming 
region of the semiconductor substrate with an insulating film interposed therebetween; 
forming a dielectric material layer (figure 12) on the first conductive layer; forming a 
second conductive layer (402) on the dielectric layer. 

7. In re claims 4 and 17; Roy discloses wherein the forming of the capacitance 
element includes: forming to pieces of conductive layer positioned adjacent to each 
other a predetermined distance apart form each other on the insulating film; and forming 
a dielectric material layer in the clearance between adjacent two pieces of the 
conductive layer (figure 12). 

8. In re claims 5 and 18; Roy discloses wherein the forming of the capacitance 
element includes: forming two pieces of the conductive layer positioned adjacent to 
each other a predetermined distance apart from each other on the insulating film; 
forming a plate-like electrode on each of the two adjacent pieces of the conductive 
layer; and forming a dielectric material layer in the clearance between one end and the 
other end of the plate-like electrodes (figure 12). 

9. In re claims 6 and 19; Roy discloses wherein the forming of the thin film passive 
element includes forming at least one inductance element (column 12, lines 14-18). 
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10. In re claims 9 and 23; Roy teaches wherein the forming of the thin film passive 
element includes forming the columnar electrode in at least one of the electrode 
terminals at one end and the other end of the thin film passive element (figure 12). 

11. In re claims 10 and 24; Roy teaches wherein the forming of the thin film passive 
element includes connecting at least on of the electrode terminals at one end and the 
other end of the thin film passive element to the connection pad (figure 12). 

12. In re claims 11 and 25; Roy shows wherein the forming of the thing film passive 
element includes connecting each electrode terminal of the thin film passive element to 
at least one of the connection pad and the columnar electrode (figure 12). 

13. In re claims 12 and 22; Roy further discloses wherein the forming of the thin film 
passive element includes covering the periphery of the thin film passive element with a 
protective film (figure 12). 

Claim Rejections - 35 (JSC § 103 

14. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

15. Claims 7 and 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roy in view of Yamazaki (U. S. patent 6,002,161). 

16. Roy discloses forming an inductor, however, Roy does not disclose wherein the 
forming of the inductance element includes patterning the conductive layer in any of the 
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shapes selected from the group consisting of an angular eddy shape, a rectangular 
waver shape and a loop shape. 

17. However, Yamazaki in the U. S. patent 6,002,161 ; figures 1-15 teaches that the 
inductance of the inductor element varies depending upon outer dimensions, turn 
number and wiring width and wiring distance (column 1 , lines 29 - 34). 

18. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to form the inductance element of Roy by patterning 
the conductive layer in any of the shapes selected from the group consisting of an 
angular eddy shape, a rectangular waver shape and a loop shape, since as taught by 
Yamazaki, the inductance of the inductor element varies depending upon outer 
dimensions, turn number and wiring width and wiring distance. 

19. Claims 8 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Roy in view of Yamazaki as applied to claims 7 and 21 above, and further in view of 
Yamazaki et al. (U. S. patent 6,331 ,722 B1 ). 

20. Roy in view of Yamazaki does not show wherein the inductance element includes 
forming a magnetic film on the conductive layer. 

21. However, Yamazaki et al. in the U. S. patent 6,331,722 B1 discloses that 
inductors can be formed by using magnetic material as it is well known in the art 
(column 2, lines 45-55). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to form the inductor of Roy in view of Yamazaki with a magnetic 
material since as taught by Yamazaki et al. it is well known in the art to form inductance 
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elements with a magnetic material, also, it has been held to be within the general skill of 
a worker in the art to select a known material on the base of its suitability, for its 
intended use involves only ordinary skill in the art. in re Leshin , 125 USPQ 416. 



22. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Fernando Toledo whose telephone number is 703-305- 
0567. The examiner can normally be reached on Mon-Fri 8am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Olik Chaudhuri can be reached on 703-306-2794. The fax phone numbers 
for the organization where this application or proceeding is assigned are 703-308-7382 
for regular communications and 703-308-7382 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0956. 
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